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— 77ie MAiUNG DATE of this communication appears on tfi cover sheet beneath the correspondence atklress— 
P riod for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM THE MAIUNG DATE 
OF THIS COMMUNICATION. 



- Extensions of time may be available under the provisions of 37 CFR 1 .1 36(a). In no event, however, may a nepfy be timely filed after SIX (6) MONTTHS 
from tf>e mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, such period shall, by default, expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 

- Any reply received by tf^ Office later than three months after the nriailing date of this communication, even if tinrtety, may reduce any eanied patent 
term adjustment See 37 CFR 1 .704(b). 



Status 

}^ Responsive to communication(s) filed on 
^ This action is RNAL. 

□ Since this application is in condition for allowance except for fomial matters, prosecution as to the merits is closed in 
accordance with the practice under Ex parte Quayle, 1 9i35. CD. 1 1 ; 453 O.G. 21 3. 

Disposition of Claims 

^ Claim(s) 



I-2S 



Of the above claim(s)- 

1^ Claim{s)- 

i;^ Claim(s) 

□ Claim(s) 

□ Claim(s) 



IS 



A Kip 



Application Papers 

□ The proposed drawing correction, filed on . 

□ The drawing(s) filed on 



is/ane pending In the application. 

. is/are withdrawn from consideration. 

is/are allowed. 

is/are rejected. 

is/are objected to. 

are subject to restriction or election 
requirement 



is □ approved □ disapproved. 



Is/are objected to by the Examiner 



□ The specification Is objected to by the Examiner. 

□ The oath or declaration Is objected to by the Examiner. 

Pri rity under 35 U.S.C. § 1 19 (aHd) 

□ Acknowledgement Is made of a claihi for foreign priority under 35 U.S.C. § 1 1 9 (£0-(d). 
□ All □ Some* □ None of the: 

□ Certified copies of the priority documents have been received. 

□ Certified copies of the priority documents have been received in Application No 

□ Copies of the certified copies of the priority documents have been received 

In this national stage application from the Intemational Bureau (PCT Rule 17.2(£0) 
^Certified copies not received: • 



Atta hment(8) 

□ Infonmation Disclosure Stat ment(s), PTO-1449, Paper No{s). 

□ Notice of Reference(s) Cited, PTO-892 

□. Notice of Draftsperson's Patent Drawing R vi w, PTO-948 



□ Inten^i w Summary, PTO-413 

□ Notice of Infonnal Pat nt Application, PTO-152 

□ Oth r 



Office Action Summary 



U.S. Patent and Trademark Office 

PTO-326 (Rev. 11/00) Part of Paper No. 



*U.S. GPO: 2000-472-999/43204 



Application/Control Number: 09/754,370 Page 2 

Art Unit: 1774 

1. Claims 15 and 16 are allowed. 

2. Claims 1, 2 and 6-12 are again rejected under 35 U.S.C. 103(a) as being 
unpatentable over the patent to Robeson et al. for the reasons of record. 

"[T]he mere recitation of a newly discovered function or property, inherently 
possessed by things in the prior art, does not cause a claim drawn to those things to 
distinguish over the prior art". In re Swinehart et al. . 169 USPQ 226. The burden is 
upon applicants "to prove that the subject matter shown to be in the prior art does not 
possess the characteristic relied on". In re Swinehart et al. , supra . 

Since the Robeson et al. article is produced in the same manner with the same 
materials as claimed by applicants, it is inherent that they function in the manner (i.e., 
ink jet receptive) claimed by applicants. 

3. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 
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Any inquiry concerning this connmunication or earlier communications from the 
examiner should be directed to Bruce Hess whose telephone number is (703) 308- 
2402. The examiner can normally be reached on Monday to Friday 9 Am to 5 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Cynthia Kelly can be reached on (703) 308-0449. The fax phone numbers 
for the organization where this application or proceeding is assigned are (703) 308-71 15 
for regular communications and (703) 308-71 15 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (703) 308- 
0661. 




B. Hess/mn 
August 4, 2003 



BRUCE H. HESS 
PRIMARY EXAMINER 



